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DETAILED ACTION 

Information Disclosure Statement 

1 . The Appendix to the specification is not a proper information disclosure. 37 
CFR 1 .98(b) requires a list of all patents, publications, or other information submitted for 
consideration by the Office, identification of their respective authorship, publisher, date, 
and location of publication. The Appendix appears to be a document separate from the 
specification. Inclusion of the Appendix on the Information Disclosure Statement is 
required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claim 2 is rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
5,465,206 to Hilt, 1995 (Hilt). 

With respect to claim 2 
Hilt teaches: 

A secure messaging system (Bill Pay System see Abstract) for supporting 
financial transactions with finality between a first client (Consumer C e.g. 12, see 
col 1 2, line 51 ) having an account at a first financial institution (Bank C e.g. 1 6, 
see col 12, line 52) and a second client (Biller B e.g. 14, see col 12, lines 51-52) 



Application/Control Number: 10/679,275 Page 3 

Art Unit: 3694 

having an account at a second financial institution (Bank B e.g. 18, see col 12, 
line 52), the secure messaging system comprising: 

a transfer network system (Payment Network e.g. 102, see col 12, 
line 53) comprising a messaging server (Clearing Subsystem e.g. 106 see 
col 13, see lines 20-21 and col 16, lines 4-9) configured to send and 
receive messages from a communications medium (Links see col 4, lines 
12-15) and further comprising an audit database (Transaction Logger 
e.g. 164, see col 16, lines 41-43); 

a first client system (personal computer see Col 7, Lines 23 - 28) 
connected to the transfer network system via the communications 
medium, the first client system being associated with the first client; 
a second client system (customer general ledger, col 4, lines 49-57, note 
the ledger is understood to be on a computing medium as it includes a 
database updated from a system having read a MICR encoded check) 
connected to the transfer network system via the communications 
medium, the second client system being associated with the second client; 

a validation server (card reader e.g. 322, see col 22, lines 18-27) in 
communication with the transfer network system, the validation server 
configured to provide authentication of the identity of at least one 
individual user of the first client having authority to assent to the payment 
of funds from an account of the first client to an account of the second 
client, 
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a first financial institution client system (Bank C see col 12, lines 53 
- 58) connected to the transfer network system via the communications 
medium and associated with said first financial institution, the first financial 
institution having a first account holding funds of the first client; and 

a second financial institution client system (Bank B see col 12, lines 
53 - 58) connected to the transfer network system via the communications 
medium and associated with said second financial institution, the second 
financial institution having a second account holding funds of the second 
client. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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6. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 6,292,789 to Schutzer, September, 2001 (Schutzer) in view of Control Principles 
and Role Hierarchies by J.D. Moffett, ACM, 1998 (Moffett). 
With respect to claim 1 
Schutzer teaches: 

A method for finalizing an electronic fund transfer that is matched to an 
invoice for payment to be made from a first party (consumer 100, see col 
14, lines 18-25) having a financial account at a first bank (consumer 
payment processor 138, see col 14, lines 18-25) to a second party (Biller 
106, see col 14, lies 18-29) having a financial account at a second bank 
(biller payment processor 142, see col 14, lines 18-25) using a network 
transfer system (collectively consumer service provider 102, payment 
processor 156, and tracking entity 154, see col 15, lines 3-36) that is in 
electronic communication (computer network, see Abstract) with the first 
party, the second party, the first bank and the second bank, the method 
comprising: 

generating at the first party a document which authorizes the 
payment of the invoice (electronic mail with payment instructions, 
see col 15, lines 3-6); 

signing the document using a first digital certificate in 
accordance with a procedure of a certificate authority in electronic 
communication with the transfer network system to produce a 
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signed document (sending a digitally signed electronic mail with 
payment instruction, see col 15, lines 4-6); 

sending the signed digital document from the first party to 
the network transfer system electronically (sending a digitally 
signed electronic mail with a payment instruction to his or her 
payment processor, see col 15 lines 4-6); 

authenticating via the certificate authority the authority of a 
signer of the signed document to assent to payment of the invoice 
(the payment processor decrypts and authenticates the payment 
instruction, see col 15, lines 20-21); 

storing a copy of the signed digital document in a database 
associated with the transfer network system (the consumer service 
provider logs the request, see col 20, lines 6-8); 

sending a copy of the signed payment authorization request 
to the first bank (The consumer service provider processes 
payment through its consumer payment processor, see col 14, lines 
21-23); 

creating an electronic payment instruction verifying a transfer 
of funds out of the financial account of the first party at the first 
bank (The consumer payment processor . . . may provide optional 
status reporting, see col 14, lines 21-23); 
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sending this electronic payment instruction from the first 
bank to the transfer network system (The payment processor 
acknowledges that is has submitted the payment for processing 
back to the appropriate tracking entity, see col 15, lines 23-25); 

forwarding the electronic payment instruction to the second 
bank (The consumer payment processor clears and settles 
payment, see col 14, lines 21-22); 

creating an electronic payment receipt verifying the transfer 
of funds into the financial account of the second party at the second 
bank (the payment processor acknowledges receipt of funds, see 
col 15, lines 27-28); and 

sending the electronic payment receipt from the second 
bank to the transfer network system (the payment processor 
acknowledges receipt of funds to the tracking entity, see co 15, 
lines 27-29). 
Schutzer does not explicitly teach: 

sending a payment authorization request from the network 
transfer system to the first party; 

signing of the payment authorization request using a second 
digital certificate in accordance with the procedure of the certificate 
authority; 
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sending the signed payment authorization request from the 
first party to the network transfer system electronically; 

authenticating via the certificate authority the authority of the 
signer of the signed payment authorization request to assent to the 
transfer of funds from the financial account of the first party at the 
first bank to the financial account of the second party at the second 
bank; 

storing a copy of the signed payment authorization request 
in the database associated with the transfer network system. 
Moffett teaches: 

sending a payment authorization request from the network 
transfer system (system) to the first party (i.e. the business 
transacting their payment process on the system. Note the Account 
Supervisor, acting as a representative for the first party, approves 
the Accounts Payable after Accounts Payable Clerk, also acting as 
a representative for the first party, has prepared the payment 
authorization by inputting details of the invoices into the system, 
see sec 4.1 pg 66 and fig 5. Note also, that it is inherent that the 
Accounts Payable document be sent to the Account Supervisor's 
screen for review and approval); 

signing of the payment authorization request using a second 
digital certificate in accordance with the procedure of the certificate 



Application/Control Number: 10/679,275 Page 9 

Art Unit: 3694 

authority (i.e. Account Supervisor approves Accounts Payable, see 
pg 66. Note that a signature is a well known form of signifying 
approval. Note also that this is a repetition of a step already taught 
by Schutzer that produces no unexpected results); 

sending the signed payment authorization request from the 
first party to the network transfer system electronically (Supervisor 
releases Accounts Payable for payment. Note, it is implicit that the 
payment authorization is released back to the system and Fig 5 
indicates that a computer system is used to store data. Further note 
that in Accounts Payable Review, 'digital signatures' are discussed 
as being the equivalent of an ink signature. Note also that this is a 
repetition of a step already taught by Schutzer that produces no 
unexpected results. Note too that the difference in documents - i.e. 
signed payment authorization v signed payment authorization 
request - would also have no effect on the operation of the 
method); 

authenticating via the certificate authority the authority of the 
signer of the signed payment authorization request to assent to the 
transfer of funds from the financial account of the first party at the 
first bank to the financial account of the second party at the second 
bank (Note this is a repetition of the step already taught by 
Scuhtzer that produces no unexpected results.); 
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storing a copy of the signed payment authorization request 
in the database associated with the transfer network system (Note 
that this is a repetition of the step already taught by Schutzer that 
produces no unexpected results. Note too that the difference in 
documents - i.e. signed payment authorization v signed payment 
authorization request - would also have no effect on the operation 
of the method.) all in order to achieve separation of duties and 
decentralization motivated by control theory (see pg 64). 
It would have been obvious to one having ordinary skill in the art at the 
time of applicant's invention to have provided the method for finalizing an 
electronic fund transfer taught by Schutzer with the control principle motivated 
steps of Moffett in order to achieve a separation of duties and decentralization as 
taught explicitly by Moffett (see pg 64). 



Response to Arguments 

7. Applicant's arguments, see Remarks, filed 5/9/2008, with respect to the 
Objections to claims 1 and 2 have been fully considered and are persuasive in view of 
Applicant's amendments. The Objection to claims 1 and 2 has been withdrawn. 

8. Applicant's arguments filed 5/9/2008 related to Examiner's rejection of claims 1 
and 2 under 35 U.S.C. 102 and 103 have been fully considered but they are not 
persuasive. With respect to the argument that Moffet does not teach or suggest the 
second digital signature, Examiner respectfully disagrees. In support of this argument, 
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Applicant cites the teaching in Moffett of the review of accounts payable of the second 
signature and points out that the review is conducted at a later time. Examiner asserts 
that the second digital signature suggested by Moffett is the signature applied by the 
Account Supervisor in the course of approving and releasing the Accounts Payable (see 
pg 66). Note that "the Approval action is an integral part of the transaction; until it has 
been carried out the system cannot release funds, and after it has been carried out 
successfully nothing can stop the flow of funds" (see pg 67). As such, Moffet does, in 
fact, render obvious the claimed second electronic signature. Examiner suggests, that 
the review that is post hoc and capable of detecting irregularities cited by Applicant, 
refers to the review performed by auditors. 

9. With respect to the argument that card reader is not an authentication server, 
Examiner respectfully disagrees. Hilt teaches, ". . . authorization for a bill pay order is 
assured by providing a machine-readable cared and card reader to consumer C. Card 
reader 322 is coupled to Service Bureau 312 and Bank C 304 and indicates whether 
customer C is in possession of machine-readable card 320. If consumer C is in 
possession of machine-readable card 320 . . . card reader 322 will transmit this 
event and it will be considered evidence of authorization for the bill pay order." 
(see col 22, lines 18-27). The teaching in Hilt makes it clear that the card reader is an 
integral part of the authentication and is configured to provide authentication of the 
identity of at least one individual user of the first client having authority to assent to the 
payment of funds 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

11. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN FERTIG whose telephone number is (571)270- 
5131 . The examiner can normally be reached on Monday - Friday 8:30am to 5:00pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/B.F./ 

/Mary Cheung/ 

Primary Examiner, Art Unit 3694 



